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REMARKS 

Claims 1-1 5 arc pending in the present application. Claim 1 6 is canceled. Claims 
1,10, and 15 arc amended. Reconsideration of the claims is respectfully requested. 

1. 35 U.S.C3101 

The Office Action rejects claim 15 under 35 US.C. § 101 as being directed 
towards non-sialulory subject matter. This rejection is respectfully traversed. 

With respect lo claim 1 5, the Office Action states: 

Claim 15 is directed to neither a "process*' nor a "machine," but 
rather embraces or overlaps two different statutory classes of invention. 
SceMPBP $2\73.05(v)T\ or Ex Parte LyelL 17USPQ2d 1548 (B.P.A.I., 
1990). 

The Examiner respectfully requests Applicants to expressly state 
whether they intend to claim a product claim or a process claim, on one 
hand, it appears Applicants are claiming a medium (a product claim 
placing it within the §101 category of a machine since the preamble of 
claim 1 5 states "A computer program product > . «") and yet are still 
attempting to claim & mcLhod or process claim ("the following method 
steps: "). 

Office Action, dated July 29, 2003. Applicant respectfully disagrees. Claim 15 is 
amended lo recite a computer program product comprising instructions for performing 
the recited functions. When functional descriptive material is recorded on some 
computer-readable medium, it becomes structurally and functionally interrelated to the 
medium and will be statutory in most cases. In re Lowry, 32 R3d 1579, 1583-84, 32 
USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data structure that increases computer 
efficiency held statutory). Computer programs arc otlen recited as part of a claim. 
Office personnel should determine whether the compute program is being claimed as part 
of an otherwise statutory manufacture, machine, or process. The Office Action does not 
analyze the underlying process and, thus, docs not establish thai the claim is unstatutory. 

To the contrary, Applicant submits that claim 15 recites a computer program 
product on a computer readable medium, wherein the computer program product includes 
instructions that perform functions that provide a practical application in the 
technological arts. For these reasons, claim 15 is statutory and the rejection under 35 
I.LS.C. § 101 is overcome, 
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II. 35 U-S.C. §112. Second P aragraph 

The Office Action rejects claims 15 and 16 under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter, which applicants regard as the invention. This rejection is respectfully 
traversed. 

As to claims 1 5 and 16, the Office Action stales: 

Claim 15 is directed to neither a "process" nor a •'machine/* but 
rather embraces or overlaps two different statutory classes of invention, 
lis therefore unclear whether Applicants) arv claiming a process or a 
machine. SccMPBP §2173.05(p) U or Ex PmeLyell, 17USPQ2dl548 
(B.P.A.I., 1990) and the §101 rejection above. 

Office Action, dated July 29, 2003, Applicant respectfully disagrees. Claim 15 is 
amended to recite a computer program product comprising instructions for performing 
the rcctled functions. As amended, claim 15 is directed to a single statutory class and is 
clear and unambiguous. 

Therefore, the rejection of claims 15 and 16 under 35 U.S.C. § 1 12, second 

paragraph is overcome. 



III. 35 U.S.C. S 102. Anticipation 

The Office Action rejects claim 15 under 35 U.S.C. § 102 as being anticipated by 
'StrectPriccs.com' website printout of January 25, 1999 ("Slreetpriccs 1/99")- This 
rcj cct ion i s respectful ly traversed . 

With respect to cJaim 15, the Office Action states: 

Strcctpriccs 1/99 discloses generating a set of product profiles (see 
e.g. 'Computer', 'Flowers* and 'Toys'), cacti identifying a given site URL 
(inherent); a list of one or more included itci ns to be queried (inherent), a 
scan interval (inherent in the graphs) and a site template (inherent in the 
search engine); periodically retrieving data from the given site URL 
(inherent in the x axis of the graph) according to the scan interval; parsing 
the data retrieved to generate a data record (inherent since it discloses the 
price over time); storing the data records (inherent); and the product 
profiles include one or more triggers (a threshold price which sends an 
cmai I when a price drops below a particular level). 

Claims 15 and 16 are alternatively rejected under 35 U.S.C. 102(b) 
based upon a public use or sale of the invention. Tn this case, evidence to 
support the public use is the StrcetPriccs.com website. See the additional 
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cited StrcctPriccs.com printout noted below and the Strectpriccs 1/99 ' . 
noted above. ^ / 

Office Action, dated July 29, 2003. Applicant respectfully disagrees. Strcctprices ) S*? \ 
appears to be a search engine, at a Web server, for identifying products and prices from f / 
multiple vendors. St rcctprices appare n tly uses "robots" to crawU -c orrunercc web sites, >y 
uses categorization algorithms to improve results, auJ offers e-mail pric e aleitsj x^_ 
customers when a price drops below a threshold. 

In contradistinction, the present invention provides a co mputer progiamj xoduct 
at a client computer for collecting product data, Claim 1 5 recites: 

1 5. A computer program product having a set of instructions ^ 
executable by a processor for use in a client computer for collecting 
product data, the computer program product comprising: 

instructions for generating a set of product profiles each 
identifying a given site URL, a list ofonc or more included items to be 
queried, a scau interval, and a site template; 

instructions for periodically retrieving data for a given product 
profile from the given site URL according to the scan interval; and 

instructions for parsing the data retrieved from the given site URL 
according to the site template to generate a data record for each included 
item comprising at least an item name and a*i associated price value. 

None of the Strcctprices references teaches or suggests a computer program product 
'"having a set of instructions executable by a processor for use in a client computer for 
collecting product data," as recited in claim 15. Strcctprices is clearly a Web site, which 
is embodied and executed on a Web server. 

Furthermore, none of the Strcctprices references teaches or suggests "parsing the ^ S 
data retrieved from the given site URL according to the site template to generate a data 
record for each included item comprising at least an item name and an associated price 
value " as recited in claim 15. There is no suggestion, explicit or implicit, that the 
Strcctprices Web site u$e$ a site template to parse data retrieved from a given site URL. tJ\ 

^ The Office Action misapplies the concept of "inherent" anticipation. Section 102 
of Title 35 deals with novelty and loss of patent rights. An invention is said to be 
"anticipated" when it is squarely described or disclosed in a single reference as identified 
from one of the categories or 35 U.S.C, § 102, commonly referred to as "prior art." 
Express anticipation occurs when the invention is expressly disclosed in the prior art, 
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patent or publication, in some cases, however, when the claimed invention is not 
described in have verba, the "doctrine of inherency" is relied on to establish anticipation. 
Under the principles of inherency, a claim is anticipated if u structure in the prior ait 
necessarily functions in accordance with the limitations ofa process or method claim. In 
re King, 801 F.2d 1324, 231 U.S.P.Q. 136 (Fed. Cir. 1986). 

A prior arL reference that discloses all ofa patent's claim limitations anticipates 
that claim even though the reference does not expressly disclose the "inventive concept 
or desirable properly the patentee discovered. Verdy;aal Brothers, Inc. v. Union Oil 
Company of California, 814 R2d 628, 2 U.S,P.Q.2d 1051, (Fed. Cir. 1987). It suffices 
that the prior art process inherently possessed at thai, property. Id. Merc possibilities or 
even probabilities, however, are not enough to establish inherency. The missing claimed 
characteristics must be a "natural result" flowing from what is disclosed. Continental 
Can Co. v. Monsant Co,, 948 F.2d 1264, 20 U.S.P.O-2d 1746 (Fed. Cir. 1991), Unstated 
elements in a reference are inherent when they exist as a "matter of scientific fact." 
Constant v. Advanced Micro-Devices, Inc., 848 F.2d 1560, 7 U.S.P.Q.2d 1057 (Fed. 
Cir ), cert, denied, 48S U.S. 892 (1988) and Hughes Aircraft Co. v. United States, 8 
U.S.P,Q.2d 1580 (Ct. CI. 1988). Otherwise, the invention is not inherently anticipated. 

In the present case, the examiner's assertion that these elements are present can be 
made only through the use of the applicant's disclosure as a template to fill in the missing 
elements. The Office Action docs not establish any necessity, natural result, or scientific 
fact to support a conclusion of inherency. The Office Action merely cites a Web site that 
is somewhat similar to the client-based invention and simply dismisses all of the claim 

limitations as inherent. 

Since the applied references fail to teach cadi and every claim limitation, claim 
1 5 is not anticipated by Strcctpriccs. Therefore, the Office Action fails to establish a 
prima facie case of anticipation and the rejection should bo withdrawn* Therefore, the 
rejection of claim 15 under 35 U.S.C § 102 is overcome. 

Furthermore, Strcctpriccs does not teach, suggest, or give any incentive to make 
the needed changes to reach the presently claimed invention. Strcctprices actually 
teaches away from the presently claimed invention because it teaches a Web site 
embodied and executed on a Web server, as opposed to a computer program product 

Page8of12 
Shradcret a].- 09/578,751 

Received from < 972 367 2002 > at 10/29103 4:53:57 PM [Eastern Standard Time] 



OCT-29-2003 WED 05=02 PM CARSTENS, YEE & CAHOON FAX NO. 972 367 2002 P. 11 



having a set of instructions executable by a processor for use in a client computer, as in 
iho presently claimed invention. Absent the Office Action pointing out some teaching or 
incentive to implement Strcctpvices on a client computer, one of ordinary skill in the art 
would not be led lo modify Strcctpriccs to reach the present invention when the reference 
is examined us a whole. Absent some teaching, suggestion, or incentive to modify 
Strcctpriccs in this manner, the presently claimed invention can be reached only through 
an improper use of hindsight using the applicant's disclosure as a template to make the 
necessary changes to reach the claimed invention. 

IV. 35 U.S.C. S H»- Obviousness 

The Office Action rejects claims 1-15 under 35 U.S.C. § 103 as being 
unpatentable over Slreclpriccs 1/99. This rejection is respectfully traversed. 

With respect to claim 15, the Office Action rialcs: 

It is the Examiner's principlo position that claims 15 and 16 are 
anticipated because of the inherencies noted above. However, if not 
inherent, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify Streetpriccs 1/99 to include 
a URf„ a list of excluded items, a scan interval and scan date. While 
including the URT. would have made the searching more efficient, 
including a scan interval would have tailored the program to include items 
with different price volatilities. For example, real estate prices generally 
do not change hourly while airline tickets and consumer products may. 

Office Action, dated July 29, 2003. Applicant respectfully disagrees. The examiner 
boars the burden of establishing apHma facie case of obviousness based on the prior art 
when rejecting claims under 35 U.S.C. § 103. In re Fritch, 972 F.2d 1260, 23 
U.Si'.Q.2d 1780 (Fed. Cir. 1992). In comparing Strcctpriccs to the claimed invention, 
the recited limitations of the present claims may not be ignored in an obviousness 
determination. Tn this case, the Office Action merely cites a Web site that is somewhat 
similar to the client-based invention and simply dismisses the claim limitations as 
obvious. 

Claim 15 recites, "instructions for parsing the data retrieved from the given site 
URL according to the site template to generate a data record for each included item 
comprising at least an item name and an associated price value." In the obviousness 
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rejection, the Office Action simply fails lo address litis limitation. Applicant submits that 
none of the Slrcetprices references teaches or suggests "parsing the data retrieved from 
the given site URL according to the site template lo generate a data record for each 
included item comprising at least an item name and an associated price value," as recited 
in claim 15. There is no suggestion, explicit or implicit, that the Slreetpriccs Web site 
uses a site template to parse data retrieved from a given site URL, 

Since the applied references fail lo teach or fairly suggest each and every claim 
limitation, claim 1 5 cannot be rendered obvious by Die Slrectprices references. 
Therefore, the rejection of claim 15 under 35 U.S.C. § 103 is overcome. 
With respect to claims 1-14, the Office Action stales: 

These claims represent different groups of inventions. Applicants 
have admitted in their latest response (Paper No. 8, Page 5) that the 
patentability of these groups (and claims) is dependent upon the rejection 
of claims 1-14. The Examiner relies on this admission. Functional 
recitations using the word 'Tor 1 ' (e.g. "for collecting product data" as 
recited in claim 1 5) have been given less patentable weight because they 
fail to add any steps and are thereby regarded as intended use language. A 
recitation of the intended use of the claimed invention must result in 
additional steps. Sec Bristol-Myers Squibb Co. v. Ben Venue 
Laboratories. Inc., 246 F.3d 1368, 1375-76, 58USPQ2d 1508, 1513 (l'ed. 
Cir. 2001) (Where the language in a method claim states only a purpose 
and intended result, the expression docs not result in a manipulative 
difference in the steps of the claim.). 

Office Action, dated July 29, 2003. Applicant respectfully disagrees.. Even assuming, 
arguendo, that claim 15 is not patcntably distinct from claims 1-14, this does not relieve 
the examiner from the burden of establishing &prir,ut facie case of obviousness for claims 
1-14. An admission that claims are not patenta bly distinct from one anoth er is i n no way 
an admission t hat those claims arc no t patcntably distinct from the prior art. There is no 
basis for the examiner using an admission by Applicant lo escape Iho burden of 
establishing a prima facie case of obviousness. 

More particularly, claim 5 recites, "collecting associated price data for the item 
namcovcr a given period of tirnTic^rodiicc-historical priccHata"; claim 6 recites, 
"wherein the profile includes matching criteria that must be met for the item name"; 
claim 7 recites, "wherein the matching criteria is au exact match"; claim 8 recites, 
"wherein the matching criteria is a fuzzy match"; claim 9 recites, "wherein the data 
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record also includes secondary sourvc information"; claim 11 recites, "wherein the given 
product profile also includes a list of excluded items"; and, claim 12 recites, "wherein the 
given product profile also includes a next scan date." The Offic oAcljM fails lo address 
these limitations, particularly as allege dly taught or suggested prior to invent to^g^g^ 
applicant ThcK^ f ails t0 establish a prima facie case of 

obviousness for these cbims. 

Therefore, the rejection of claims 1-14 under 35 U.S.C. § 103 is improper and 

should be withdrawn, 

The Office Action further states: 

After careful review of the specification and prosecution history, 
the Examiner is unaware of any desire - • cither expressly or implicitly - by 
Applicants to be their own lexicographer and to define a claim term to 
have a meaning other than its ordinary and accustom meaning. Therefore, 
the Examiner starts with the heavy presumption that all claim limitations 
are given their ordinary and accustom meaning. Sec Bell Atlantic Network 
Services Inc. v. Covad Communications Group Inc.. 262F.3d 1258, 1268, 
59 USPQ2d 1 865, 1 870 (Fed. Cir. 2001)( <fc [Tjhcre is a heavy presumption 
in favor of the ordinary meaning of claim language as understood by one 
of ordinary skill in the art"); CCS Fitness Inc. v. Brunswick Corp., 288 
F.3d 1359, 1366, 62 USPQ2d 1658, 1662 (Fed. Cir. 2002)(Thero is a 
"heavy presumption that a claim temi cama; its ordinary and customary 
meaning-"). Sec also MPEP §21 1 1.01 and to re Zlctz, 893 l\2d 319, 321, 
13 USPQ2d 1320, 1322 (Fed. Cir. 1989). 

In accordance with the ordinary and accustom meaning 
presumption, during examination the claims arc interpreted with their 
"broadest reasonable interpretation ..." In rv Morris, 127F.3d 1048, 
1054, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997). 

However, if Applicants disagree with the Examiner and have either 
(a) already used lexicography or (b) wish to use lexicography and 
therefore (under either (a) or (b)) desire a claim limitation to have a 
meaning other than its ordinary and accustom meaning, the Examiner 
respectfully request Applicants in their next response to expressly indicate 
the claim limitation at issue and to show where in the specification or 
prosecution history the limitation is defined, Such definitions must be 
clearly stated in the specification or file history. Bell Atlantic. 262 F.3<1 at 
1268, 59 USPQ2d at 1870, ( th [l]n redefining the meaning of particular 
claim terms away from thu ordinary meaning, the intrinsic evidence must 
'clearly set forth' or 'clearly redefine' a claim term so as to put one 
reasonably skilled in the art on notice that the patentee intended to so 
redefine the claim term"). The Examiner Millions that no new matter is 
allowed. 
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Failure bv App licants j n their next r c&ponsc to properly traverse, 
t his issue in accordanclTw^ to be non-responsive 

"to this issue entirely will be considered a desire by Applicants to forgo 
lexicography in this application and to continue having the claims 
interpreted with their ordinary and accustom meaning and with their 
broadest reasonable interpretation. Additionally, it is the Examiner's 
position that above requirements arc reasonable. Unless expressly noted 
otherwise by the Examiner, the preceding discussion on claim 
interpretation principles applies to all examined claims currently pending. 

Office Action, dated July 29, 2003. Applicant respectfully disagrees. Examiner is 
correct in stating that the applicant has the right to bo his ov her own lexicographer. 
However, this right may be invoked at anytime durijig the prosecution of the application. 
The examiner lias no ^authority tonnpose a timc limit on t his right^ Therefore, failure to 
traverse or respond to this issue in no way constitutes a desire by Applicant to waive 
Applicant's right to be his or her own lexicographer. The examiner has no authority to 
revoke this right. 

V. Conclusion 

It is respectfully urged that the subject application is patentable over Strcctprices 
and is now in condition for allowance. 

The examiner is invited to call the undersigned at the below-listed telephone 
number if in the opinion of the examiner such a telephone conference would expedite or 
aid the prosecution and examination of this application. 



DATE: 




Respectfully submitted, 




Stephen R.Tkacs 

Reg. No, 46,430 

Carstens, Ycc & Cahoon, LLP 

P.O. Uox 802334 

Dallas, TX 75380 

(972) 367-2001 

Agent for Applicants 
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